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DETAILED ACTION 
Remarks 

This Office Action is in response to Applicant's Arguments of 10/1 1/05. No claims were 
amended or cancelled. 

Double Patenting 

1 . Claim 28 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 5 and 6 of U.S. Patent No. 6,654,1 19 in view of U.S. 
Patent No. 4,973,159 to Sohma et al. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the pending claim 28 has all the limitations of 
claims 5 and 6 but further define the elements of a double monochromator which Sohma et al 
show. The elements of Sohma' s apparatus is discussed below. 

2. Claims 56 and 59 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 7 respectively of U.S. Patent No. 
6,654,1 19, the difference is merely that the apparatus claims are recited in a method format. 

3. Claims 31-33 and 50 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 20-22 of copending 
Application No. 10/658,363. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the mirrors are renamed as "input" and "output" 
mirror rather than "excitation" and "emission" mirrors. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

4. Claims 34-36 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 20-22 of copending 
Application No. 10/658,363 in view of Wildnauer et al (US 5,233,405). Wildnauer shows a 
double pass scanning monochromator comprising a polarization rotation device that rotates the 
polarization components of the light beam by 90 degrees between the first and second passes so 
that the output of the monochromator is independent of the polarization of the input light beam. 
At the time of the invention, one of ordinary skill in the art would have used an optical filter 
(polarization rotation device) to restrict the output light to a selected polarized plane so that the 
output of the monochromator is independent of the polarization of the input light beam and 
therefore would have inherently used an output filter holder to hold the polarization rotation 
device. 

This is a provisional obviousness-type double patenting rejection. 

5. Claims 1-19 and 37-49 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 7 of U.S. Patent No. 6,654,1 19, the 
difference is in the structure of the light source. Claims 20-22 and 47 is rejected as applied to 
claims 1 and 37 above in view of Wildnauer as discussed above. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claim 28 is rejected under 35 U.S.C. 102(b) as being anticipated by Sohma et al (US 
4,973,159). 

Sohma et al ("Sohma" hereinafter) show a spectroscope comprising: 

an entrance aperture (Figure 1,15) for accepting input light; 

a first optical grating (11a) positioned to disperse at least part of the light accepted 
through the entrance aperture; 

a first selection aperture (3) positioned to intercept part of the light dispersed by the first 
optical grating and operative to pass a selected range of wavelengths of the dispersed light; 

a second optical grating (lib) positioned to disperse at least part of the light passed 
through the first selection aperture; and 

a second selection aperture (19) positioned to intercept part of the light dispersed by the 
second optical grating and operative to pass a selected range of wavelengths of the dispersed 
light as output light 

wherein each of the first optical grating and the second optical grating is operative to 
pivot about a respective axis of rotation allowing selection of a range of wavelengths of light to 
be passed through the first selection aperture and the second selection aperture, respectively, as 
a function of rotation angle (Figure 2); 



Application/Control Number: 10/039,769 Page 5 

Art Unit: 2877 

the double monochromator further comprising means for pivoting (Figure 2) the first 
optical grating about its respective axis of rotation and pivoting the second optical grating about 
its respective axis of rotation synchronously and wherein the means for pivoting comprises a 
band drive mechanism (42) operatively coupled to each of the first optical grating and the 
second optical grating. 

7. Claims 31-32 are rejected under 35 U.S.C. 102(b) as being anticipated by White (US RE 
32,598) 

White shows a feature extraction system comprising: 

an excitation mirror positioned substantially coaxial with an area to be illuminated and 
operative to direct incoming light to illuminate the area such that the illuminated area emits 
fluorescent or luminescent light; and 

an emission mirror positioned substantially coaxial with an area to be illuminated; 

wherein the emission mirror is operative to focus and to direct light emitted by the 
illuminated area as emission light. 

8. Claims 56-65 are rejected under 35 U.S.C. 102(b) as being anticiapted by White (US 
3,825,762). 

White shows an apparatus for measuring luminescent radiation comprising: 
providing excitation light from a light source; 
directing the excitation light through a first double monochromator; 
transmitting the excitation light to the sample through a light transfer module; 
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employing the light transfer module to obtain light emitted by the sample; 
directing the light emitted by the sample to a second double monochromator; and 
analyzing light output by the second double monochromator. 

Although in White may not show the same light transfer module of the present invention, 
the claim as presently standing does not recite any detail of the light transfer module and thus 
any of the directing mirrors of White would meet the limitations of the light transfer module as 
presently claimed. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sohma 
as applied to claim 28 above and further in view of Wildnauer et al (US 5,233,405). 

Sohma shows all the elements as claimed as shown above but does not show the optical 
filter and an optical filter holder. 

Wildnauer shows a double pass scanning monochromator comprising a polarization 
rotation device that rotates the polarization components of the light beam by 90 degrees between 
the first and second passes so that the output of the monochromator is independent of the 
polarization of the input light beam. At the time of the invention, one of ordinary skill in the art 
would have used an optical filter (polarization rotation device) to restrict the output light to a 
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selected polarized plane so that the output of the monochromator is independent of the 
polarization of the input light beam and therefore would have inherently used an output filter 
holder to hold the polarization rotation device. 

10. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over White as applied 
to claim 31 above, and further in view of Nevyas et al (US 4,355,871). 

White discloses essentially every claimed feature except the input and output mirrors 
being first-surface mirrors above. See the discussion of White in the rejection of claim 31 
above. In lines 20-38 of column 6, Nevyas et al disclose the advantages/desirability of using 
of first surface mirrors over using second-surface mirrors. At the time the invention was made, 
it would have been obvious to one with ordinary skill in the art to use first-surface mirrors as 
the input and output mirrors in the system of White because of the advantages thereof set forth 
in lines 20-38 of column 6 of Nevyas et al. 

1 1 . Claim 35 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over White as 
applied to claim 31 above, and further in view of Wildnauer et al (US 5,233,405). Wildnauer 
shows a double pass scanning monochromator comprising a polarization rotation device that 
rotates the polarization components of the light beam by 90 degrees between the first and second 
passes so that the output of the monochromator is independent of the polarization of the input 
light beam. At the time of the invention, one of ordinary skill in the art would have used an 
optical filter (polarization rotation device) to restrict the output light to a selected polarized plane 
so that the output of the monochromator is independent of the polarization of the input light 
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beam and therefore would have inherently used an output filter holder to hold the polarization 
rotation device. 

Response to Arguments 
Terminal Disclaimer 

It is noted that Applicant intends to file terminal disclaimer after a Notice of Allowance, 
however, a Notice of Allowability cannot not be issued until the Applicant has overcome the 
double patenting rejection by filing a terminal disclaimer. 

Rejection of 35 U.S.C. 102(b) 

Sohma: 

Applicant argues that Sohma reference does not show that a second optical grating 
positioned to disperse at least part of the light. The Examiner respectfully disagrees. A 
diffraction grating diffracts incoming light. If the incoming light is already a dispersed light, the 
grating combines the incoming dispersed light by dispersing the incoming dispersed light. It is 
this dispersing of light that is already dispersed which reverses the dispersion and creates a 
combined light. Furthermore, a recitation of the intended use of the second grating must result in 
a structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Applicant argues that Sohma does not pass selected wavelengths of monochromatic light. 
However, Sohma passes a spectrum and the spectrum meets the limitation of "selected 
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wavelengths." In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies (i.e., "of 
monochromatic light") are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

White-RE 

Applicant argues that mirror 32 is not positioned substantially coaxial with the area to be 
illuminated nor is operative to focus and direct light emitted by the illuminated area as emission 
light. Examiner respectfully disagrees. The claim does not clearly define the term 
"substantially" nor does the claim define which direction the axis of the illuminated area is. 
White-RE shows mirror 32 to be coaxial to the emission beam thus meeting the claim limitation 
of "substantially coaxial" and the spherical shape of mirror 32 focuses the emission beam which 
can also be observed in the figures, thus meeting the claimed "to focus and to direct". Similarly, 
mirror 37 would meet the limitation for the excitation mirror. 

White 3,825,762 

It is not clear why the Applicant is arguing against the White-RE reference when the 
rejection was made with White 3,825,762. Both the rejection and the References Cited form cite 
White 3,825,762. Also, it appears the Applicant was aware of the rejection was under White 
3,825,762 since Applicant states "the Examiner asserts that White-762..." and even titled the 
argument section " White 3,825,762 ". The Examiner agrees that White-RE does not show all the 
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limitations of claims 56-65, however the rejection was made in view of White 3,825,762, not 
White-RE. The Examiner asserts that White 3,825,762 shows all the limitation of claims 56-65. 

35 U.S.C. 103(a) 

In response to Applicant's argument that Sohma does not show that a second optical 
grating positioned to disperse at least part of the light. The Examiner respectfully disagrees. A 
diffraction grating diffracts incoming light. If the incoming light is already a dispersed light, the 
grating combines the incoming dispersed light by dispersing the incoming dispersed light. It is 
this dispersing of light that is already dispersed which reverses the dispersion and creates a 
combined light. Furthermore, a recitation of the intended use of the second grating must result in 
a structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Applicant argues that Sohma does not pass selected wavelengths of monochromatic light. 
However, Sohma passes a spectrum and the spectrum meets the limitation of "selected 
wavelengths." In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies (i.e., "of 
monochromatic light") are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant argues that there would be no motivation to combine Sohma with Wildnauer. 
As stated above, one of ordinary skill in the art would have done so in order to restrict the output 



Application/Control Number: 10/039,769 Page 1 1 

Art Unit: 2877 

light to a selected polarized plane so that the output of the monochromator is independent of the 
polarization of the input light beam as taught in the abstract of Wildnauer. 

In response to applicant's arguments against the Nevyas, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 



Conclusion 



1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Hwa S. Lee whose telephone number is 571-272-2419. 
The examiner can normally be reached on Tue-Fr. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley Jr. can be reached on 571-272-2800 ext 77. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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